JUN. 16. 2006 3:53PM 312 616 5700 



NO. 3976 P. 11 



Reply to Office Action 

Application No. 1 0/530,130 

BMMAMKS 

Oaim Amendments 

Claim 1 has been amended to expedite the ptoseculion of this appUcation by reciting 
that the cooUng rate varicsbetwcen 0,5 and30»C/s. Support for the amendment can be found 



the claims and specification as originaUy filed, for example, at page 7, line 37 - page 8, 
1-6. Cto25-29and36havebeenoanceled. No new matterhas been introduced mto 



m 

lines 

the appUcation by way of these amendments. 



Summary of the Qffice AcHon 

The Office Action provisionally rejects claims 1-40 under the judicially created 
doctrine of obviousness-lype double patenting as aUegedly unpatentable over copendmg 
Application No. 10/530,394. 

The Office Actionrqects claims 1-24 under 35 U.S.C. § 102Cb) as allegedly 
anticipatedby European Patent AppUcation 1 074 386 A2 ("the Huang '386 application"). 

The Office Action rejects claims 1-40 mider 35 U.S.C. § 102(e) as allegedly 
anticipated by U.S. Patent 6,723,489 ("the Abutano '489 patent"). 

The Office Action rejects daims 25^0 under 35 U.S.C § 103(a) as allegedly 
vmpatentable over the Huang '386 appUcation. 

Discussion oftheProvisianal Obviousness-Type Double PatenUng Rejection 

As tiie rejection is only provisional, appHcants wish to address this issue in detail if an 
actual rejection is in feet made. Accordingly, applicants request that issue be held in 
abeyance until an indication of aUowable claims is available. 

Discussion of the Anticipation Rejections 

•me Office Action rejects claims 1-24 under 35 U.S.C. § 102(b) as allegedly 
anticipated by the Huang '386 ^Ucation. AppUcante respectfblly traverse this rejection. 
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THe tncthod of making a Utbographic printing plate precursor defined by independent 
claim 1 compnses an active cooling step (step iv) wherein the web temperature is reduced at 
an average cooling rate which is higher than if the web would be kept under ambient 
conditions. 

The Office Action alleges that the Huang '386 application teaches controlled slow 
coolingunder conditions such that heat is lost from the prmting plate precursor slowly 
than if it is cooled from ihe elevated temperature under ambient conditions (emphasis added). 
However, as noted above, claim 1 conq)rises a cooling step wherein the web temperature is 
rednced at an average cooling rate which is higher than if the web would be kept under 
ambient conditions (emphasis added). The Huang '386 application explains how this slow 
cooling may be carried out. for example, by providing thennaUyinsulating material around 

the precursor or by leaving it in an oven in which it was subjected to an elevated temperature, 
which has been set to progressively lower temperatures or, preferably, simply has been turned 
off. Thus iheHuang'386applicationclearlyteachesacoohngstepwhichisslowerthan 
^der ambient conditions, i.e., ^e opposite of step (iv) of claim 1 where fastcooling of the 
precursor (i.e, a cooling step fester than under ambient conditions) is required. 

Moreover, the Huang '386 ^pUoation fails to disclose the cooling rate as piesenlly 
recited. As observed by the Office Action, the cooling rale disclosed in the Huang «3 86 
application is not greater lhan 1 <C/min or 0.2«C/min. these trtaislate to not greater than 
0 0167»Cysec or 0.0033X/sec. These cooling rates are distinctiy different from the recited 
cooUng rate of 0.5 to 30«C/sec. As claims 2-24 are directly, or indirectiy dependent on, and 
include all of the limitations of claim 1. theHuang '386 application fails to disclose each and 
every element of the rejected claims. 

In addition, step (v) of claim I is also not taught in the Huang '386 appUcation. 

Since the Huang '386 application does not disclose the subject matter of the rejected 
claims, the anticipation rejection based on ihe Huang '386 application is erroneous and 
should be withdrawn. 

The Office Action rejects claims MO under 35 U-S.C § 102(e) as aUegedly 
anticipated by the Aburano '489 patent. 
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The method of making a Uthographic piinting plate precursor defined by rejected 
claim 1 , as amended, comprises aa active cooling step wherein the web temperature is 
reduced at an average cooling rate which is higher than if the web would be kept under 
ambient conditions and varies between 0.5 and 30-C/s. 

The Office Action alleges that the Aburano '489 patent teaches a heat treatment of 
lithographic printing fonnprecursors in web foim comprising positive working polymeric 
coating on substiates. The heat treatment allegedly involves a relatively short heating stage 
followed by accelerated cooling. However, the Abuxano '489 patent, at examples 1 and 2. 
discloses coolingrates slower than the average cooling rates claimed in claim 1, as amended. 
Specifically, example 1 of the Aburano '489 patent discloses, at best, a cooling rate of 
0 18-C/s (A80-C/600S = 0.18), while example 2 discloses, at best, a cooling rate of 0.2 C/s 
(A120-C/600S - 0.2). Further, the cooUng step disclosed in examples 1 and 2 of tiie Aburano 
<489 patent utiUzes ambient, still air, rather tiian active cooling. As claims 2-24. 30-35, and 
37-40 are directiy. or indirectiy dependent on, and include all of the limitations of clami 1. 
the Aburano '489 patent fails to disclose each and every element of the pending claims. 
Specifically, the Aburano '489 patent does not disclose an active cooling step wherein the 
web temperature is reduced at an average ccoUng rate which is higber than if the w* would 
be kept under ambient conditions and varies between 0.5 and 30°C/s. 

Since tiie Aburano '489 patent does not disclose the subject matter of any of the 
rejected claims, the anticipation rejection based on the Aburano '489 patent should be 
withdrawn. 

Discussion of the Obviousness Rejection 

As noted above, the Office Action rejects claims 25A0 under 35 U.S.C. § 103(a) as 
aUegediyunpatentableovertiie Huang '386 application. Applicants r^spectftdly traverse tins 

rejection. 

Claims 25-29 and 36 have been canceled- Claims 30-35 and 37-40 are directiy or 
indirectiy dependent on. and include all of ti.c Umitations of claim 1, which is discussed 
abovewitiirespecttotheanticipationrejectionbased on the Huang '386 application. n.B 
obviousness rejection is predicated on tiie assumption tiiat tiie Huang '386 application 
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discloses the medxod of claim 1. This assumption is not correct, as discussed above witi. 
respect to the anticipation rejection. 

Further, the Htiang '386 application teaches av^ay from the present claims. The 
Huang '386 appUcotion teaches cooHng the precursor more slowly than if it is cooled from 
the elevated temperature. In contrast, the present claims require a cooling step at an average 
cooling rate which is higher than if the web would be kept under ambient conditions. 
Motivation is lacking when the state of the art at the time of the invention pointed researchers 
in a diffwent direction than the inventor proceed. Proceedmg against the accepted wisdom m 
the art is a strong evidence of non-obviousness. In re H^ges, 783 F.2d 1038, 228 USPQ 685 
(Fed. Cir. 1986). 

Moreover there is no reasonable expectation of success in arriving at He presently 
claimed invention starting from the Huang '386 application. It would be impossible to obtam 
a faster cooling starting from the cited reference which teaches cooling more slowly. 

to view of the foregoing, thepresent claims shouldbe patentable over the Huang '386 
i^tication. and the obviousness rejection should be withdrawn. 
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Conclusion 

As Applicants beUevethe application is in proper condition for allowance, the 
ExandncT is respect&Uy requested to pass the appUcation to issue. If, in the opinion of the 
Examiner,atelephoneconfer«.ce would expedite thepn,secutionof^^ 

the Examiner is invited to caU the undersigned attorney. 

Respectfully submitted, 




Xavier PiUai, Reg. No. 39,799 
UEYDIG, VOIT & MAYER, LTD. 
Two Prudential Plaza, Suite 4900 
180 Norlii Stetson Avenue 
Chicago, Illinois 60601-6780 
(312) 616-5600 (telephone) 
(312) 616-5700 (fecsimile) 



Date: June 16, 2006 



Page 12 of 12 



PAGE IS/IS * RCVD AT 6/16/2006 4:48:10 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-5/5 * DNIS:2738300 ' CSID:312 616 5700 * DURATION Ifm^pm 



